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The most important function a trademark lawyer 
performs is the search and clearance of trademarks.  

 Filing trademark applications

 Prosecuting trademark applications

 Renewing trademark registrations

 Opposing third party applications

 Defending against third party oppositions

 Pursuing non-use cancelation actions

 Defending against non-use cancelation 
actions

 Pursuing trademark infringers.

 Defending against claims of trademark 
infringement.

 Licensing trademarks to third parties.

 Recording trademark licenses.
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What you need to begin your search?

 Your client will need to tell you:
1. the trademark, 

2. the goods and/or services,  

3. the countries in which they plan on using the trademark, and

4. when they need the results?

 You should search a trademark in every country of intended use.  That’s true 
whether your client is adopting a new trademark or expanding use of an existing 
trademark to a new country.
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What’s the objective of the search?

 The primary objective is determining whether your client’s trademark will infringe upon 
the trademark rights of another.

 You infringe upon the trademark rights of another if your trademark is likely to cause 
consumer confusion, deception, or mistake about the source of the goods or services.

 The greater the differences between the trademarks and/or the goods or services, the 
less likely consumers are going to be confused as to their source.

 Inevitably, when searching a mark in multiple countries, you will come across multiple 
potential issues.
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What are some of the biggest challenges?

 Clients normally need an answer as to the availability of a trademark years in advance of 
you knowing whether their trademark will face issues in any of the country trademark 
offices or with any third parties.  

 As a consequence, a trademark lawyer must be able to predict, years in advance and for 
each country searched,:

1. whether a trademark examiner is going to object to the trademark and whether 
you’ll be able to overcome that objection;

2. whether a third party will oppose your client’s trademark and whether you’ll be able 
to successfully defend against that opposition; and

3. whether a third party will file suit against your client for trademark infringement 
and whether you’ll be able to successfully defend against that suit?
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What’s “an issue” can vary by country.

 Not every country considers the same two marks as confusingly similar or not confusingly 
similar.

 Not every country considers the same two goods as related or not related.

 Not every country requires the description of goods to be definite.  Some allow “all goods 
in the class,” making it more difficult to discern exactly what business the registrant might 
be engaged in and what specific goods they use in connection with their trademark. 

 Most countries don’t require use to register or renew a trademark, so trademarks can be 
renewed in perpetuity (without ever even using the trademark to being with) unless the 
registration is abandoned or successfully cancelled by a third party for non-use.

 Not every country allows non-use cancellation actions.
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Some considerations when analyzing 
potential issues.

 How diluted is the trademark?  How many other parties have a registration for the same or 
similar trademark for related goods?

 Does the company currently use the trademark?  If so, for what goods?  If not, did they ever 
use it or how long ago did they cease use? 

 Is the pending application currently being blocked by another prior registration or pending 
application?  

 Have they registered the trademark in only one country or multiple countries?

 Might they have an interest in expanding their business into markets where your client has 
senior rights in the trademark?

 Does your client (or their competitors) have any trademarks that coexist with theirs in any 
countries?  
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Additional considerations.

 What issues did they face when registering their trademark and what arguments did they 
make to overcome the examiner’s objection?

 Is the country a common law country or are rights based solely upon registration?

 How litigious is the trademark owner?

 Do they appear to have the resources to engage in a protracted legal battle?  

 Does it appear they have a history of entering into consent agreements?

 What are the potential monetary damages if you lose a trademark infringement suit and how 
likely is an injunction?

 When does your client need a definitive answer?

 Has your client already passed the point of no return with its decision to use the trademark?
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Some options to consider.

 Seek a trademark consent.  Not all country trademark offices accept them but a consent 
might be good enough, even absent a registration, so long as you know the third party 
won’t object.

1. Look for common interests:

a. Does your client have any trademarks that coexist with theirs in any countries?  

b. Might the other party have an interest in expanding their business into markets 
where your client has senior rights in the trademark?

2. Are they a supplier to you or one of your suppliers?  Might they want to be?

3. Does it appear they have registrations for trademarks which are similar to other  
trademarks of your client or your client’s competitors?  How likely are they to need a 
consent from you in the future? 
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Additional options to consider.

 Pursue a non-use cancellation action.  Duration of non-use varies by country (3-5 years) 
and not all countries allow them.

 Approach the trademark owner for a consent after filing a non-use cancelation action, 
agreeing to drop the action in exchange for a consent.

 File an application for the trademark as a combination mark (whereby you combine your 
client’s trademark with another word, such as their house mark) or as part of a design 
element to help distinguish your client’s trademark from others.  

 File a trademark application for your client’s trademark, as is, and hope for the best.  If 
need be, you can pursue a non-use cancelation action or approach a third party for a 
consent at a later time, but the risks can be much higher then.

 Convince your client to pick another trademark.
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International Filing Strategy

 Where?

 Filing Strategy

 Paris Convention

 Grants right of priority (file within 6 months of first filing)

 National Applications

 Multi-Jurisdictional Applications

 EUTM European Union (formerly Community Trademark)

 OAPI Organisation Africaine de la Propriété Intellectuelle 

 Madrid System

 Filing treaty that allows filing of one application with a single office, 
in one language, with one set of fees for protection in multiple 
countries.




